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DETAILED ACTION 
Allowable Subject Matter 

1 . The indicated allowability of claims 1-11 is withdrawn in view of the newly 
discovered reference(s) to Malik Patent 7,089,286. Rejections based on the newly cited 
reference(s) follow. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1, 2, 4-6, 9-13, 15-17 and 20-23 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Malik Patent 7,089,286. 

Referring to claims 1,12, and 23, Malik discloses a communication apparatus 
comprising: connecting means for connecting the communication apparatus to a 
communication network containing an electronic mail exchange device (Network 13 of 
Fig. 1, col. 3-4, lines 54-67, 1-6); input means for inputting image data representing an 
image; transmitting means for transmitting an electronic mail, to which the image data 
inputted by said input means is attached, via said connecting means (col. 5, lines 8-19); 
receiving means for receiving an electronic mail for notifying an error via said 
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connecting means; analyzing means for analyzing the electronic mail for notifying the 
error received by said receiving means; converting means for converting a capacity of 
the image data, inputted by said input means, into a smaller capacity according to an 
analysis result obtained by said analyzing means; and control means for carrying out a 
controlling operation so as to retransmit the electronic mail, to which the image data 
with the capacity thereof converted by said converting means is attached, by said 
transmitting means (col. 7-8, lines 60-67, 1-17). 

Referring to claims 2 and 13, Malik discloses wherein said converting means 
converts the capacity of image data specified by the electronic mail analyzed by said 
analyzing means (col. 5, lines 8-19). 

Referring to claims 4 and 15, Malik discloses wherein said converting means 
reduces the capacity by reducing a size of an image represented by the image data 
inputted by said input means (col. 5, lines 8-19). 

Referring to claims 5 and 16, Malik discloses wherein said converting means 
reduces the capacity per electronic mail by dividing the image data inputted by said 
input means into a plurality of pieces (col. 8, lines 42-55). 

Referring to claims 6 and 17, Malik discloses wherein said converting means 
reduces the capacity by raising a compression rate of the image data inputted by said 
input means (col. 5, lines 8-19). 

Referring to claims 9 and 20, Malik discloses setting means for setting for said 
converting means one of a plurality of conversion methods to be used; and wherein said 
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converting means converts the capacity by the conversion method set by said setting 
means (col. 8, lines 29-55). 

Referring to claims 10 and 21, Malik discloses wherein said converting means 
converts the capacity by using a combination of a plurality of converting methods (col. 8, 
lines 29-55). 

Referring to claims 1 1 and 22, Malik discloses wherein: said control means 
repeats the conversion by said converting means and the retransmission by said 
transmission means every time said receiving means receives an electronic mail for 
notifying an error (col. 7-8, lines 60-67, 1-17). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 3, 8, 14. and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Malik Patent 7,089,286 as applied to claims 1 and 12 above, and 
further in view of Kodaira et al. Patent 6,868,183. 

Referring to claims 3 and 14, Malik discloses reducing the size of an image and 
utilizing file specific compression types, but does not disclose expressly lowering a 
resolution of an image. Kodaira et al. disclose wherein a converting means reduces the 
capacity by lowering a resolution of an image represented by image data inputted by 
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input means (col. 24, lines 31-44). Malik and Kodaira are combinable because they are 
from the same field of image data processing. At the time of the invention, it would 
have been obvious to one of ordinary skill in the art to lower the resolution of an image 
in the system of Malik. The motivation for doing so would have been to reduce the size 
of the image file using a known image compression technique. Further, the commonly 
used image compression format JPEG compresses image data by lowering the 
resolution of an image. Therefore, it would have been obvious to combine Kodaira et al. 
with Malik to obtain the invention as in claims 3 and 14. 

Referring to claims 8 and 19, Malik discloses reducing the size of an image and 
utilizing file specific compression types, but does not disclose expressly converting 
multivalued image data into binary image data. Kodaira et al. disclose wherein said 
converting means reduces the capacity by converting the image data which is 
multivalued image data, inputted by said input means, into binary image data (col. 24, 
lines 31-44). At the time of the invention, it would have been obvious to one of ordinary 
skill in the art to convert mulivalued image data into binary image data. The motivation 
for doing so would have been to reduce the size of the image file using a known image 
compression technique. Therefore, it would have been obvious to combine Kodaira et 
al. with Malik to obtain the invention as in claims 8 and 19. 

6. Claims 7 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Malik Patent 7,089,286 as applied to claims 1 and 12 above, and further in view of 
Knowlton Patent 6,157,389. 
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Referring to claims 7 and 18, Malik discloses reducing the data size of an image 
by compressing the data but do not disclose converting color image data into black and 
white image data. Knowlton discloses wherein converting means reduces the capacity 
by converting image data which is color image data, inputted by input means, into black- 
and-white image data (col. 3, lines 4-13). Malik and Knowlton are combinable because 
they are from the same field of file compression. At the time of the invention, it would 
have been obvious to one of ordinary skill in the art to convert color data into black and 
white data in the system of Malik. The motivation for doing so would have been to 
reduce the size of an image. Therefore, it would have been obvious to combine 
Knowlton with Malik to obtain the invention as in claims 7 and 18. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter K. Huntsinger whose telephone number is 
(571)272-7435. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly Williams can be reached on (571)272-7471 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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